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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b}. 

Status 

1)13 Responsive to communication(s) filed on 24 April 2006 . 
2a)n This action is FINAL. 2b)|EI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim{s) 19-21 and 23-51 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) E Claim(s) 19-21 and 23-51 is/are rejected. 

7) ^ Claim(s) 23 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on Is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required If the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. |3 Certified copies of the priority documents have been received in Application No. 10/206.210 . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Inten/iew Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) D Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 
Claim Objections 

Claim 23 is objected to because of the following infonnalities: ' 

In claim 23, line 2, and second to last line, "polypropylene" should be "propylene." 

ApprojMate correction is required. 

Claim Rejections -35 use §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claim 20 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 

The claim 20 recitation containing "at least 20% silica" is not described by the 
specification, as originally filed. The closest written description the examiner was able to locate 
was that the catalyst contains 5 to 95 wt% binder or 20 to 50 wt%,binder. See page 16, first fiill 
paragraph. These ranges do not provide support for the range of "at least 20 wt%" because this 
range encompasses amounts of binder higher than 95 wt% such as 99 wt%, and the specification 
does not reasonably convey this concept. See MPEP 2163.05 III. 
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The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 20 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 19 recites that the formulated catalyst, i.e., the bound mixture of silicate zeolite 
and silica, is subjected to steaming and extraction. Claim 20, which depends from claim 19, 
states that the steaming and extracting occur before the binding. These recitations seem to 
directly conflict one another in that claim 19 requires that the bound zeolite be steamed and 
extracted, whereas claim 20 requires that the zeolite be steamed and extracted and then bound 
with silica. Correction and/or clarification is requested. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 19-21, and 23-51 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bowes et al. (US Patent No. 4,579,993). 



Application/Control Number: 1 0/69 1 ,8 1 1 Page 4 

Art Unit: 1755 

Bowes et al. discloses a method of making a catalyst in which a zeolite is composited 
with a silica binder to form a catalyst, the catalyst is steamed and acid extracted to remove 
detrital aluminum. See the abstract. The acid extracted catalyst is calcined. See col. 7, lines 34- 
39. The reference exemplifies ZSM-5 (i.e., an MFI silicate). See Example 1, col's 7-8. 

As to the silica binder content recited in claims 20 and 21, Bowes et al. discloses that the 
silica is employed as a binder in an amount of 35 weight percent. See col. 7, lines 49-50. 

Bowes et al. incorporates by reference Argauer et al. (US 3,702,886) for its disclosure of 
ZSM-5. See col. 4, lines 34-38. Argauer et al. discloses that ZSM-5 has a silica/alumina ratio of 
5 to 100 (i.e., a silicon to aluminum ratio of 2.5 to 50). See the abstract. Thus, Bowes et al. 
discloses that the starting ZSM-5 material has a silicon/aluminum of 2.5 to 50, which meets the 
requirements of the ZSM-5 starting material of instant claims 27 and 39. 

Bowes et al. discloses calcining the acid extracted catalyst at a temperature of 400-600°C 
for 0.5 to 16 hours. See col. 7, lines 35-38. This calcining treatment is identical to the 
calcination described by instant claim 29. 

As to claim 30, the reference discloses that the catalyst extrudate has a size of 1/16". See 
col. 7, lines 4-5. 

Bowes et al. discloses that the steam treatment comprises heating in 100% steam (i.e., 
100 kPa at one atmosphere) at a temperature of 400-600°C for 2 to 100 hours. See col. 7, lines 
24-27. These conditions are the same as those claimed in instant claims 3 1 to 34. 

Bowes et al. does not disclose the resultant silicon/aluminum ratio of the ZSM-5 
(although the reference does disclose that zeolites having a silica/alumina ratio of 1600 are 
useful, see col. 2, lines 35-36). However, Bowes et al. discloses starting materials, and process 
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steps that are identical to the presently claimed process, and therefore must result in an identical 
amount of dealumination. In other words, the ZSM-5 of Bowes et al. after treatment is presumed 
to inherently possess the final silicon/alimiinum ratio recited in claims 19 and 24-26. See MPEP 
2112. 

The following limitations are being treated as "intended use" limitations because the 
recitations do not relate to the formation of the catalyst: 

- The claim 19 recitation of "for cracking"; 

- The claim 23 limitation "to produce ethylene and polypropylene from C4 to 
Cio olefins"; 

- The claim 23 limitation "wherein said catalyst is used to produce . . . olefins"; 
and 

- The entirety of claims 35-38 and 41-51. 

On the subject of intended use limitations, MPEP 21 1 1 .02 states: 

During examination, statements in the preamble reciting the purpose or intended use of 
the claimed invention must be evaluated to determine whether the recited purpose or 
intended use results in a structural difference (or, in the case of process claims, 
manipulative difference) between the claimed invention and the prior art. If so, the 
recitation serves to limit the claim. [MPEP 21 1 1.02 (Citing In re Otto, 312 F.2d 937, 938, 
136 USPQ 458, 459 (CCPA 1963)] 

No structural difference can be discerned between the prior art and the instant invention. 

As to the claim 26 limitation regarding "orthorhombic crystal structure," applicants admit 
that ZSM-5 has the orthorhombic crystal structure. See page 19, first full paragraph. 

As to claim 28, the reference does not disclose that the resultant MFI zeolite has the 
monoclinic structure. However, Bowes et al. disclose starting materials, and process steps that 
are identical to the presently claimed process, and therefore must result in an identical product. 
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In other words, the ZSM-5 of Bowes et al. after treatment is presumed to inherently possess the 
monoclinic crystal structure. See MPEP 2112. 



The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier conununications from the 
examiner should be directed to David Sample whose telephone number is (571)272-1376. The 
examiner can normally be reached on Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Jerry Lorengo can be reached on (572)272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADS))or 571-272-1000. 



Conclusion 




David Sample ^ 
Primary Examiner 
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